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DETAILED ACTION 

The RCE is acknowledged. 

The prior objections and 112 rejections are withdrawn due to Applicant's 
amendments. 

Election/Restrictions 

Newly submitted claim 26 is directed to an invention that is independent 
or distinct from the invention originally claimed for the following reasons: the 
claims are directed to a method including for making a pre-bonded pavement 
marking grid and insert pattern is intended use and not in the originally 
presented article claims. Since applicant has received an action on the merits 
for the originally presented invention, this invention has been constructively 
elected by original presentation for prosecution on the merits. Accordingly, 
claim 26 is withdrawn from consideration as being directed to a non-elected 
invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

The examiner has required restriction between product and process 
claims. Where applicant elects claims directed to the product, and the product 
claims are subsequently found allowable, withdrawn process claims that 
depend from or otherwise require all the limitations of the allowable product 
claim will be considered for rejoinder. All claims directed to a nonelected 
process invention must require all the limitations of an allowable product claim 
for that process invention to be rejoined. 
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In the event of rejoinder, the requirement for restriction between the 
product claims and the rejoined process claims will be withdrawn, and the 
rejoined process claims will be fully examined for patentability in accordance 
with 37 CFR 1.104. Thus, to be allowable, the rejoined claims must meet all 
criteria for patentability including the requirements of 35 U.S. C. 101, 102, 103 
and 112. Until all claims to the elected product are found allowable, an 
otherwise proper restriction requirement between product claims and process 
claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. 
See MPEP § 821.04(b). Additionally, in order to retain the right to rejoinder in 
accordance with the above policy, applicant is advised that the process claims 
should be amended during prosecution to require the limitations of the product 
claims. Failure to do so may result in a loss of the right to rejoinder. 
Further, note that the prohibition against double patenting rejections of 35 
U.S.C. 121 does not apply where the restriction requirement is withdrawn by 
the examiner before the patent issues. See MPEP § 804.01. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claims 1, 5-6, and 12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nakazawa (US 5,238,721). 

Nakazawa teaches claim 1. (Currently amended): A pre-bonded pavement 
marking grid and insert pattern comprising: an independent thermoplastic grid 
section (7/8, FIG. 1 and associated text, joint material 7 forming joint 8 is of 
elastic foamed resin material, having adjacent tiles therebetween and are in 
direct contact with adjacent sections forming an intersection 2:50-65), an 
independent and plurality of thermoplastic insert sections (6, FIG. 1 and 
associated text, 3:32-35, tiles of synthetic resin materials), wherein both 
sections have an adhesive layer (3:45-66, 4:1-10, synthetic resin or elastic 
rubber material embraces thermosetting and thermoplastic adhesive, claims 5- 
6), under to prevent the attached tiles from moving laterally and therefore 
bridging and bonding said intersection on the bottom of both layers and 
prevent dislodging or separation during transportation or handling, inherently 
both first and second sections define a top surface and a bottom surface. The 
joint material is applied to the tile beforehand, 2:55-60 and is thus considered 
prebonded. See also 3:1-10, 3:30-45, 4:1-9. Claims 1, 5-6, and 12 are met. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 5-7 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakazawa (US 5,238,721) in view of Scharpf (US 5509715). 

Nakazawa essentially teaches the claimed invention above. 

Nakazawa does not expressly refer to the synthetic resin adhesives as 
thermosetting, thermoplastic, hot melt, or of the recited adhesives as per 
instant claim 7. 

Scharpf teaches a flooring using adhesives for bonding purposes 
including thermosetting, thermoplastic, hot melt, and ethylene vinyl acetate 
(EVA) adhesives (6:24-45). 

It would have been obvious to one having ordinary skill in the art to have 
modified the pavement marking of Nakazawa to include the adhesives as 
claimed because Scharpf teaches all the adhesives are suitable for bonding 
purposes in flooring or planks (3:25-35, 4:15-30, 6:24-462, Abstract, Scharpf). 

To claim 14, because the same materials are employed, the softening 
point property is inherently expected. 
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Response to Arguments 

Applicant's arguments filed 02/08/08 been fully considered but they are not 
persuasive. 

Applicant argues that the grid and insert is in contact prior to laying on surface, 
however, it found that Nakazawa teaches the joint material 7 of joint 8 between adjacent 
tiles (equivalent in meaning to grid) is applied to the tile (insert) beforehand at 2:58-59. 
Moreover, applicant argues this step allows for spraying and intersection into a single 
moveable marking pattern, which steps are processes given little weight in product 
claims and a single moveable marking pattern is not claimed. The joint serves to 
elastically prevent the applied tiles from moving laterally of each other or lifting upward 
(2:56-68) and thus functions in the same way as Applicant in preventing movement from 
dislodging during transportation. Thus no differences are found. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAMRA L. DICUS whose telephone number is 
(571)272-1519. The examiner can normally be reached on Monday-Friday, 7:00-4:30 
p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Tamra L. Dicus /TLD/ /Milton I. Cano/ 

Examiner Supervisory Patent Examiner, Art Unit 1794 

Art Unit 1794 



4/14/08 



